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DETAILED ACTION 

Examiner acknowledges receipt of request for extension of time, amendment, remarks 
and declaration under 37 CFR 1.132, all filed 9/20/07. Claims 1-3, 5, 17, 40-42, 44-46, 48, 51 
and 52 are amended. Claims 1-3, 5-14, 17-30, 40-42 and 44-52 are pending. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1-3, 5-14, 17-30, 40-42 and 45-51 are rejected under 35 U.S.C. 1 12, first 
paragraph, as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. This is new matter rejection. 

For claim 1, a functionality of a range of 1.5-8 is envisioned and not at least 1 .5 and 3 for 

claim 2 

For claim 17, free polyisocyanate of at least 1% is not envisioned at the time of filing. 
Applicant indicate support at paragraph [0052] of the published application, but paragraph 
[0052] supports greater than 1% and since at least 1% starts at 1% and greater than 1% is not 1%, 
the recitation is not envisioned by the original specification. 
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For claims 45 and 51, "less than 5% un-reacted low molecular weight polyisocyanate is 
not envisioned. Paragraph [0067] of the published application envisions at least 1% unreacted 
polyisocyanate. 

The above rejections may be overcome by removing the new matter. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-3 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by Muller et al. 
(US 5,624,972). 

Muller discloses polymeric compositions comprising isocyanate-terminated polymers and 
a polyisocyanate composition (column 3, lines 8-16) and the composition comprises at least two 
polyisocyanate compositions, one is low in NCO polyisocyanate and the other is high NCO 
polyisocyanate (abstract). Toluene diisocyanate (claim 6) and isophorone diisocyanate (column 
6, line 45) are examples of polyisocyanates. The functionality of the polyisocyanate terminated 
polyol is between 2 and 8 with an excess of isocyanate composition (column 3, lines 8-16). 
Additionally, Muller discloses that the composition comprises at least one other free 
polyisocyanate composition (See column 6, lines 38-62). These polymeric compositions contain 
PO/EO units; in the random copolymer, the oxyethylene content is from 10-80% and 2-30% for 
block copolymers (column 4, line 67 to column 5 line 5; column 7, line 64 to column 8 line 25); 
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80/20 EO/PO and 25/75 PO/EO are also used (column 9, lines 46, 47). Muller discloses a range 
of PO: EO polymers. For example, random copolymer having the oxyethylene content of from 
10-80% and 2-30% for block copolymers (column 4, line 67 to column 5 line 5; column 7, line 
64 to column 8 line 25) is disclosed; also, 80/20 EO/PO and 25/75 PO/EO are also used as 
disclosed in column 9, lines 46, 47. 

The recitation in amended claim 1 that the functionality of the polyol is at least 1.5 and 
not more than 5% reads on a Muller' s polyol where the functionality is between 2 and 8, with at 
least 1 .5 reading on 2 and not more than 5% falling between 2 and 8%. Muller meets the 
limitations of claims 1-3 and 8. 

Response to Arguments 

5. Applicant's arguments filed 09/20/07 have been fully considered but they are not 
persuasive. 

6. Applicant has presented arguments on pages 16-23 with the arguments focusing on the 
fact that applicant's block copolymer contains 10-30% PO, with the remaining being EO, that is 
at the upper limit of 30% PO, the content of the EO for the inventive composition is 70% and at 
the lower end of 10% PO, the EO content is 90% so that applicant argues that there is more EO 
in the inventive composition than there is for Muller's block copolymer polyol that has 2-30% 
EO. Applicant further states that when Muller talks about 10-80% EO, Muller is referring to 
random copolymer and that because Muller mixes in random polymers with high PO content that 
the overall content of PO in the copolymer remains high at above 70%. 

7. While the examiner agrees with applicant that Muller describes random and block 
copolymers for which the random is at 10-80% EO (column 4, line 67 to column 5, line 1) and 
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block copolymer at 2-30%, and while the examiner has carefully considered the arguments and 
the content of the interview of 6/12/07, it is noted that applicant describes the block structure to 
be random or regular at paragraph [0034] of the published application and it is the only section 
of the instant specification that describes block structure of the inventive copolymer. Thus when 
the random copolymer of Muller is 10-80% EO, the Muller polymer meets the requirements of 
applicant's block copolymer so that this embodiment of Muller would not have higher PO 
content than the inventive copolymer. Thus taken into consideration of how the polymer is 
made in Muller according to applicant that results in a copolymer having 72% PO, the fact that 
applicant defines block copolymer as random and regular and Muller's disclosure of an 
embodiment in which random copolymer has from 10-80% EO cannot be ignored and it is for 
this reason that the block copolymer of the claims reads on the random copolymer of Muller. 
Furthermore, the claims are directed to product/composition and not to the process of making the 
product. 



Claim Rejections - 35 USC §103 
8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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9. Claims 5-7, 9-14, 17-30, 40-42 and 44-52 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Muller et al. (US 5,624,972). Please note that claims 49-52 were 
inadvertently omitted in the previous rejections. 

Muller discloses polymeric compositions comprising isocyanate-terminated polymers and 
a polyisocyanate composition (column 3, lines 8-16) and the composition comprises at least two 
polyisocyanate compositions, one is low in NCO polyisocyanate and the other is high NCO 
polyisocyanate (abstract). Toluene diisocyanate (claim 6) and isophorone diisocyanate (column 
6, line 45) are examples of polyisocyanates. The functionality of the polyisocyanate terminated 
polyol is between 2 and 8 with an excess of isocyanate composition (column 3, lines 8-16). 
Additionally, Muller discloses that the composition comprises at least one other free 
polyisocyanate composition (See column 6, lines 38-62). These polymeric compositions contain 
PO/EO units; in the random copolymer, the oxyethylene content is from 10-80% and 2-30% for 
block copolymers (column 4, line 67 to column 5 line 5; column 7, line 64 to column 8 line 25); 
80/20 EO/PO and 25/75 PO/EO are also used (column 9, lines 46, 47). Muller discloses a range 
of PO: EO polymers. For example, random copolymer having the oxyethylene content of from 
10-80% and 2-30% for block copolymers (column 4, line 67 to column 5 line 5; column 7, line 
64 to column 8 line 25) is disclosed; also, 80/20 EO/PO and 25/75 PO/EO are also used as 
disclosed in column 9, lines 46, 47. 

Muller provides polymeric compositions comprising isocyanate-terminated polymers and 
a polyisocyanate composition as is discussed above. Future intended use carries no patentable 
weight in a composition claim; and if the instant composition is applicable as a tissue adhesive, 
the composition of Muller should also be applicable as a tissue adhesive since Muller discloses 
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polyol and polyisocyanate. Specifically, the random copolymer having 10-80% EO content 
(column 4, line 67 to column 5 line 1) suggests a PO content of about 20-90%. Thus while 

» 

Muller does not specifically disclose the percent propylene oxide recited in claim 4, there is a 
suggestion for a broader range of 20-80% that overlaps the 10% at the lower end and encloses 
the 30% at the upper end. Muller suggests PO:EO copolymer that has a ratio of from 20-80% in 
the PO. There is thus a suggestion for the range recited in claim 4 and the declaration of 
Milbocker has not taken into account all the combinations of PO:EO disclosed in the Muller 
reference, and it could also be said that the ranges used in the declaration filed 2/23/06 also read 
on the ranges disclosed by the Muller reference. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to apply the teachings of Muller to device compositions comprising 
one or more polyols terminated with a polyisocyanate and free polyisocyanate. One having 
ordinary skill in the art would have been motivated to use the desired amounts of PO and EO as 
suggested by Muller that would be expected to result in a flexible polyisocyanate polymeric 
composition/adhesive having the inherent properties of the adhesive. 

Response to Arguments 

10. Applicant's arguments filed 09/20/07 have been fully considered but they are not 
persuasive. 

1 1 . Here, the argument is also one that has the inventive polymer having a higher content of 
EO than that of Muller, that the mixture that is polymerized in Muller always had greater than 
70% PO because small additions of high EO polymers do not reduce the high PO content. 
Block structure as gleaned from applicant's published specification at paragraph [0034] is 
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random or regular such that the random copolymer disclosed by Muller to have 1 0-80% EO 
meets the requirement. Therefore, applicant's definition of block copolymer as random and 
regular and Muller's disclosure of an embodiment in which random copolymer has from 10-80% 
EO cannot be ignored and it is for this reason that the block copolymer of the claims reads on the 

* 

random copolymer of Muller. 

Claims 49-5 1 : These claims were inadvertently omitted in teh previous rejection and applicant's 
argument that even is these claims are part of the previous rejection, these claims would have 
been inventive over Muller for the reasons that the PO and EO content in the inventive block 
polymer is different from the PO and EO content in the Muller. However, as noted above, 
applicant's definition of block copolymer as random and regular and Muller's disclosure of an 
embodiment in which random copolymer has from 10-80% EO cannot be ignored and it is for 
this reason that the block copolymer of the claims reads on the random copolymer of Muller. 
Declaration by Michael Milbocker under 37 CFR 1.132: 

12. The declaration under 37 CFR 1.132 filed 09/20/07 is insufficient to overcome the 
rejection of claims 1-3, 5-14, 17-30, 40-42 and 44-52 based upon 35 USC 102 (b) and 35 USC 
103(a) as set forth in the last Office action because: the claims are product claims and the 
declaration has not considered Muller ! s disclosure of random copolymer having 10-80% EO 
meeting applicant's description for block structure gleaned from paragraph [0034] of applicant's 
published application. 

No claim is allowed. 
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1 3 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Blessing M. Fubara whose telephone number is (571) 272-0594. 
The examiner can normally be reached on 7 a.m. to 5:30 p.m. (Monday to Thursday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Hartley can be reached on (571) 272-0616. The fax phone number for 

■ 

the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Patent Examiner 
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